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REMARKS 

1 . In response to the Office Action mailed December 14, 2005, Applicants respectfully 
request reconsideration. Claims 1-31 were originally presented for examination. In the 
outstanding Office Action claims 1-29 were rejected. By the foregoing Amendments, claims 

2, 4, 5, 6, 8, 9, 10, 13, 15, 20, 21, 22, 24, 26, 27 and 31 have been amended, and claims 1, 3 
and 7 have been canceled. No claims have been added. Thus, upon entry of this paper, 
claims 2, 4-6 and 8-3 1 will be pending in this application. Of these 28 claims, two (2) 
claims (claims 2 and 31) are independent. 

2. Based on the above Amendments and following Remarks, Applicants respectfully 
requests that the outstanding rejections be reconsidered, and that they be withdrawn. 

Art of Record 

3. Applicants acknowledge the receipt of form PTO-892 listing additional references 
identified by the Examiner. 

Allowable Subject Matter 

4. Applicants note with appreciation the Examiner's indication that claim 3 1 is allowable. 
Applicants also note with appreciation the Examiner's indication that claims 11-12, 19 and 
30 are objected to as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all the limitations of the base claim and any 
intervening claims. 

Objections 

5. The Examiner objected to claims 2 and 31 for various informalities. Applicants have 
amended these claims in accordance with the Examiner's suggestions, thereby 
accommodating the objections. Reconsideration and withdrawal of the objections are 
respectfully requested. 

Claim Rejections Under 35 U.S.G §102(b) 

6. The Examiner has rejected claims 1, 3, 6-8, and 27 under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 4,154,247 to O'Neill (hereinafter, "O'Neill"). Specifically, 
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with respect to Applicants* claim 1, the Examiner asserts that O'Neill teaches all elements of 
independent claim 1, including "[a]n implantable tissue-stimulating device ... wherein said 
first stiffening element and said second stiffening element in combination bias said elongate 
member into said first configuration and fiirther wherein, said combination of first and 
second stiffening elements constructed and arranged to at least partially control the rate of 
curvature of said elongate member, wherein if either the first stiffening element or the 
second stiffening element is removed fi-om the elongate member, the elongate member 
adopts said at least one partially curved intermediate configuration." (See^ Office Action, 
pages 3-4, Applicants' claim 1, above.) Applicants have canceled claim 1 thereby rendering 
the rejection of claim 1 moot. 

Claim Rejections Under 35 U.S.C, §1 02(e) 

7. The Examiner has rejected claims 1-4, 6-10, 15-18 and 21 under 35 U.S.C. §102(e) as 
being anticipated by U.S. Patent No. 6,421,569 to Treaba et ai (hereinafter, "Treaba"). 
Specifically, with respect to claim 1, the Examiner asserts that Treaba teaches all elements of 
Applicants' claim 1. {See, Office Action, pages 5-6.) Applicants respectfiilly assert that the 
Examiner is reading more into the Treaba reference than is actually disclosed by Treaba. 

8. First, Treaba fails to provide any evidence to support the Examiner's assertion "that 
removal of the shorter stiffening element 44-2 will not cause the entire elongate carrier 
member 12 to fiiUy adopt to the second fully curved configuration that occurs with complete 
removal of the longer stiffening element 44-1 {See, Office Action, page 6.) In fact, the 
only disclosure in Treaba conceming the use of two stylets mentions that "[i]n an alternative 
embodiment two stylets 44-1 and 44-2 may be inserted into lumen 30 with one of them . . . 
extending only partially along the length of array." {See, Treaba, col. 8, Ins. 53-56.) Treaba 
does not contain any other teaching or suggestion that the removal of the shorter stiffening 
element would not cause the entire elongate carrier member to adopt a fully curved 
configuration, as asserted by the Examiner, or even if removal of the shorter stiffening 
element would have an impact on curvature of elongate carrier member at all. 

9. In fact, the Treaba disclosure teaches away from the Examiner's assertion. In Treaba, 
it is made clear that the stiffening elements do not "in combination bias said elongate 
member into said first configuration . , .wherein if either the first stiffening element or the 
second stiffening element is removed from the elongate member, the elongate member 
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adopts said at least one partially curved intermediate configuration" as recited in Applicants' 
claim 1. {See, Office Action, page 6.) Rather, Treaba discloses a system wherein "[w]hen 
the lumen is straight, the lumen constricts and holds the stylet. These features allow the 
stylet to be withdrawn easily from the lumen of the electrode array after the array has been 
inserted into the cochlea, since the array is curved by contact with the outer wall of the 
cochlea. {See, Treaba, col. 7, In. 66-col. 8, In. 4.) This section of Treaba not only 
demonstrates that the stylets of Treaba fail to "bias said elongate member into said first 
configuration" by taking a curved configuration prior to removal of the stylets, but also that 
Treaba would not work as recited in independent claim 1. {See, Applcants' claim 1, above.) 
Specifically, in the system proposed by Treaba, if "either the first stiffening element or the 
second stiffening element" could not be removed to allow "the elongate member [to] 
adopt[s] said at least one partially curved intermediate configuration" because the stylets in 
Treaba are held in the array until the array is curved. {See, Treaba, col. 7, In. 66-col. 8, In. 4, 
Applicants' claim 1, above.) 

10. Therefore, because Treaba neither teaches nor suggests that which is asserted by the 
Examiner, and in fact actually teaches away from the Examiner's reading, Applicants submit 
that Treaba neither anticipates nor renders obvious Applicants' invention as recited in claim 

1 . Therefore, for at least this reason. Applicants submit that the rejection of claim 1 under 
102(e) is improper and should be withdrawn. 

1 1 . Furthermore, Applicants respectftilly submit that for the same reasons as discussed 
above in relation to claim 1 , Treaba neither teaches nor suggests all elements of independent 
claim 2. Therefore, for at least this reason, Applicants submit that the rejection of 
independent claim 2 is improper and should be withdrawn. 

Claim Rejections Under 35 U.S.C. §1 03(a) 

12. The Examiner has rejected claims 13-14, 22-25, and 27-28 under 35 U.S.C. §103(a) as 
being unpatentable over Treaba in view of U.S. Patent No. 5,653,742 to Parker et al 
(hereinafter, "Parker"). Furthermore, the Examiner has rejected claim 20 under 35 U.S.C. 
§103 (a) as being unpatentable over Treaba in view of U.S. Patent Number 6,1 19,044 to 
Kuzma (hereinafter, "Kuzma"). Moreover, claim 26 has been further rejected by the 
Examiner under 35 U.S.C. §103(a) as being unpatentable over Treaba in view of Parker and 
Kuzma. 
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13. For at least the reasons discussed above, Applicants assert that the combination of 
references to do not teach or suggest all elements of Applicants' claimed invention. 
Specifically, Treaba does not teach or suggest that which is relied upon by the Examiner. 
Furthermore, the other art of record does not teach or suggest that which is missing from 
Treaba. Therefore, for at least this reason, Applicants assert that the rejections under 35 
U.S.C. § 103(a) were improper and should be withdrawn. 

14. Furthermore, Applicants submit that there is no motivation in the form of some 
teaching, suggestion, incentive or inference in the art of record, or in the form of generally 
available knowledge, that one having ordinary skill in the art would have been led to 
combine the references in the manner proposed in the Office Action. Therefore, for at least 
this additional reason, Applicants assert that the rejections under 35 U.S.C. § 103(a) were 
improper and should be withdrawn. 

Dependent Claims 

1 5. The dependent claims incorporate all of the subject matter of their respective 
independent claims and add additional subject matter, which makes them a fortiori and 
independently patentable over the art of record. Accordingly, Applicants respectfully 
request that the outstanding rejections of the dependent claims be reconsidered and 
withdrawn. 

Conclusion 

16. In view of the foregoing, this application should be in condition for allowance. A 
notice to this effect is respectfully requested. 




Michael G. Verga 
Reg. No. 39,410 



March 14, 2006 
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